Application No. 10/679,007 

Response dated July 22, 2008 

to Non-Final Office Action dated January 22, 2008 

II. Remarks 

In the non-final Office Action dated January 22, 2008, the Examiner rejected claims 32, 
35, 36, 39, 40, 43, 44 and 49 under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent No. 
6,162,209 to Gobron et al ("Gobron '209"). The Examiner also rejected claims 1-10, 12-14, 23, 
25-28, 32, 34-36, 39, 40, 42-44, 48 and 49 under 35 U.S.C. 102(b) as anticipated by Gobron '209, 
or alternatively obvious under U.S. Patent No. 6,159,220 to Gobron et al. ("Gobron '220") in 
view of either Gobron '209, U.S. Patent No. 5,906,622 to Lippitt et al. ("Lippitt"), or U.S. Patent 
No. 5,197,968 to Clement ("Clement"). In addition, the Examiner rejected claims 11, 15, 16, 24, 
30, 33, 41 and 47 under 35 U.S.C. 103(a) as being unpatentable over Gobron '220 or 
Gobron '220 in view of cither Gobron '209, Lippitt, or Clement. The Examiner rejected claims 
17, 18, 29, 31, 37, 38, 45 and 46 under 35 U.S.C. 103(a) as being unpatentable over Gobron '220 
in view of U.S. Patent No. 5,989,266 to Foster ("Foster"), or Gobron '220 in view of either 
Gobron '209, Lippitt, or Clement and further in view of Foster. The Examiner also rejected 
claims 33, 41, and 47 under 35 U.S.C. 103(a) as being unpatentable over Gobron '209. Finally, 
the Examiner rejected claims 34, 42 and 48 under 35 U.S.C. 103(a) as being unpatentable over 
Gobron '209 in view of Gobron '220 and Clement. 

Each of the rejections from the non-final Office Action dated January 22, 2008 is 
discussed below in connection with the various claims. No new matter has been added; 
accordingly, a new search is not needed. Applicants respectfully request reconsideration of the 
application in light of the following remarks. 
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A. Rejections to the Claims 

1. Rejections Under 35 U.S.C. 102(b) Over Gobron '209 

The Examiner rejected claims 32, 35, 36, 39, 40, 43, 44 and 49 under 35 U.S.C. § 102(b) 
as being anticipated by Gobron '209. Gobron '209 describes a tool actuating assembly for a 
multi-function surgical instrument. Gobron '209 at Abstract. Gobron '209, however, fails to at 
least disclose a "handle having a first end and a second end, the first end rotatably attached to the 
inner cannula," as claimed in independent claims 32, and 40. Gobron '209 discloses a thumb 
ring 140 and finger ring 130 at the proximal end 1 12B of the body, neither of which can rotate 
relative to the snare 150, needle 160, or sheath 120. Gobron '209 at col.5, 11.9-50; Figs. 1-2. 
Accordingly, Gobron '209 does not anticipate independent claims 32 or 40. Because 
Gobron '209 does not anticipate the independent claims, it also does not anticipate the claims 
that depend on them. Applicants respectfully request the rejections be withdrawn. 

2. Rejections Under 35 U.S.C. 102(b) Over Gobron '209 
Or Alternatively Under 35 U.S.C. 103(a) Over 
Gobron '220 in View of Gobron '209, Lippitt, or 
Clement 

The Examiner rejected claims 1-10, 12-14, 23, 25-28, 32, 34-36, 39, 40, 42-44, 48 and 49 
under 35 U.S.C. 102(b) as anticipated by Gobron '209, or alternatively anticipated as obvious 
under 35 U.S.C. 103(a) by Gobron '220 in view of either Gobron '209, Lippitt, or Clement. For 
the reasons explained above, Gobron '209 fails to anticipate independent claims 1, 23, 32 and 40. 
As such, Gobron '209 also fails to anticipate the claims that depend on them. 

Gobron '220 describes a medical retrieval device that includes a handle, sheath, and a 
basket for removing an object from a body. Gobron '220 at Abstract. Gobron '220, however, 
fails to at least disclose a "handle having a first end and a second end, the first end rotatably 
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attached to the inner cannula," as claimed in independent claims 1, 23, 32, and 40. Gobron '220 
discloses a lever attached to an inner cannula that slides relative to an outer cannula to cause 
movement of the basket but has no discussion as to the rigidity of the outer cannula. 
Gobron '220 at col. 4 11.45-51; Figs.lA, IB. Accordingly, Gobron '220 does not anticipate 
independent claims 1, 23, 32, or 40. Because Gobron '220 does not anticipate the independent 
claims, it also does not anticipate the claims that depend on them. For the reasons stated above, 
Gobron '209 does not fill the gap left by Gobron '220. 

Lippitt also fails to fill the gap left by Gobron '220. Lippitt describes a medical extractor 
cannula assembly. Lippitt at Abstract. Lippitt fails to at least disclose a "handle having a first 
end and a second end, the first end rotatably attached to the inner cannula," as claimed in 
independent claims 1, 23, 32, and 40. Lippitt does not disclose a handle except for the use of 
"standard auxiliary equipment." Lippitt at col. 16; 11.33-34. Accordingly, Lippitt does not 
anticipate independent claims 1, 23, 32, or 40. Because the combination of Gobron '220 and 
Lippitt does not anticipate the independent claims, it also does not anticipate the claims that 
depend on them. 

Clement also fails to fill the gap left by Gobron '220. Clement describes an apparatus for 
retrieval, dissection and removal of small organs and tissue from a patient's body. Clement at 
Abstract. Clement discloses a handle wherein the "cutting cannula 30 is attached to the lever 
arm 22." Clement at col.3; 11.40-41; Fig. 1. Clement fails to at least disclose a "handle having a 
first end and a second end, the first end rotatably attached to the inner cannula," as claimed in 
independent claims 1, 23, 32, and 40. Accordingly, Clement does not anticipate independent 
claims 1, 23, 32, or 40. Because the combination of Gobron '220 and Clement does not 
anticipate the independent claims, it also does not anticipate the claims that depend on them. 
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3. Rejections Under 35 U.S.C. 103(a) Over Gobron '220 or 
Gobron '220 in View of Either Gobron '209, Lippitt, or 
Clement 

The Examiner rejected claims 1 1, 15, 16, 24, 30, 33, 41 and 47 under 35 U.S.C. 103(a) as 
being unpatentable over Gobron '220 or Gobron '220 in view of either Gobron '209, Lippitt, or 
Clement. For the reasons explained above, the combinations of Gobron '220 in view of either 
Gobron '209, Lippitt, or Clement fail to disclose that which is claimed in independent claims 1, 
23, 32 and 40. As such, these combinations also fail to anticipate the claims that depend on them. 

4. Rejections Under 35 U.S.C. 103(a) Over Gobron '220 in 
view of Foster, or Gobron '220 in View of Either 
Gobron '209, Lippitt, or Clement and Further in View 
of Foster 

The Examiner rejected claims 17, 18, 29, 31, 37, 38, 45 and 46 under 35 U.S.C. 103(a) as 
being unpatentable over Gobron '220 in view of Foster, or Gobron '220 in view of either 
Gobron '209, Lippitt, or Clement and further in view of Foster. As explained above, 
Gobron '220, Gobron '209, Lippitt, and Clement fail to disclose that which is claimed in 
independent claims 1, 23, 32 and 40. Foster fails to fill this gap. 

Foster discloses a wire retrieval basket. Foster at Abstract. In particular, Foster at least 
fails to disclose a "handle having a first end and a second end, the first end rotatably attached to 
the inner cannula," as claimed in independent claims 1, 23, 32, and 40. Accordingly, Foster does 
not anticipate independent claims 1, 23, 32, or 40. Because the combination of Gobron '220 and 
Foster does not anticipate independent claims 1, 23, 32 and 40, it also does not anticipate the 
claims that depend on them. 
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5. Rejections Under 35 U.S.C. 103(a) Over Gobron '209 

The Examiner also rejected claims 33, 41, and 47 under 35 U.S.C. 103(a) as being 
unpatentable over Gobron '209. For the reasons stated above, Applicants assert that 
Gobron '209 does not anticipate claims 33, 41 and 47, and respectfully request the Examiner 
withdraw these rejections. 

6. Rejections Under 35 U.S.C. 103(a) Over Gobron '209 in 
View of Gobron '220 and Clement 

The Examiner rejected claims 34, 42 and 48 under 35 U.S.C. 103(a) as being 

unpatentable over Gobron '209 in view of Gobron '220 and Clement. For the reasons stated 

above, Applicants assert that Gobron '209 in view of Gobron '220 and Clement does not render 

claims 34, 42 and 48 obvious, and respectfully request the Examiner withdraw these rejections. 

III. Conclusion 

In view of the foregoing remarks, Applicants submit that the pending claims are in a 
condition for allowance. Applicants respectfully request reconsideration of the application. If 
there are any questions concerning this response, Applicants invite the Examiner to phone the 
undersigned attorney at (312) 321-4200. 

Respectfully submitted, 

Dated: July 22, 2008 /Robert R Cleary, Jr./ 

Robert R. Cleary, Jr. 
Registration No. 60,003 
Attorney for Applicants 

BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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